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REMARKS/ARGUMENTS 

Applicants acknowledge receipt of the Office Action dated April 13, 2005 wherein 
pending claims 1, 3-8, 11, 13, 15-17, 20-34 and 36-45 were rejected under 35 U.S.C § 102(e), 
and claim 35 was rejected under 35 U.S.C. § 103(a). 

Status of the Claims 

Claims 1, 3-8, 11, 13, 15-17 and 20-45 are currently pending in the application. 

Claims 1, 7, 1 1 and 1 3 were previously amended. 

Claims 3-6, 8, 15-17 and 20-45 are in original form. 

piaims 2, 9, 10, 12, 14, 18 and 19 were previously canceled. 

Claim Rejections under 35 U.S.C. § 102(e) 

Claims 1, 3-8, 11, 13, 15-17, 20-34 and 36-45 stand rejected under 35 US.C. § 102(c) as 
being anticipated by U.S. Patent No, 5,727,629 to Blizzard, Jr., et al. (hereinafter Blizzard). In 
response, Applicants respectfully traverse this rejection and submit that none of the pending claims 
1, 3-8, 11, 13, 15-17, 20-34 and 36-45 are anticipated by Blizzard, As set forth in MPEP 
§706.02(IV), in order for a reference to anticipate the invention as claimed, the reference must 
disclose each and every element recited in the claims. Applicants respectfully submit that Blizzard 
fails to teach or suggest one apparatus that both mills a window through a steel casing and also drills 
borehole. Therefore, Blizzard fails to disclose each and every element recited in the pending claims. 

Instead, Blizzard discloses that multiple different milling systems are required to mill a 
window through casing and then drill into the surrounding formation. In particular, Blizzard teaches 
that a first trip is made into the cased well bore with a whipstock system and a starter mill, the 
whipstock is oriented and anchored, the starter mill is released from the whipstock, and the starter 
mill starts a window in the casing. (Col. 7, lines 4^10). The starter mill is then removed from the 
casing and a second trip is made into the casing with milling system 300 shown in Figures 15A-B. 
(CoL 7, lines 1 1-13). The milling system 300 comprises a window mill 310 and a watermelon mill 
312 that work together to mill out a window 320 from the casing 308. (Col. 7, lines 20-21). Thus, 
Blizzard teaches that milling a window 320 through the casing 308 requires a starter mill in the first 
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trip and the milling system 300 in the second trip. Further, Blizzard teaches that the nulling system 
300 may leave the window and start drilling into the adjacent formation. (Col. 7, lines 65-67). 
However, if a larger casing window is desired, a third trip may be made using the milling system 
350 shown in Figure 16, comprising a window mill 360 and two watermelon mills 362, 364. (Col. 
8, lines 5-11). In this third assembly 350, one or more drill collars may be used to form a stiffer 
assembly that can finish milling the window and smooth out the lower casing lip, as well as better 
direct the milling assembly into the formation adjacent the window. (Col. 8, lines 29-38). 
Therefore, Blizzard teaches that at least two and possibly three separate milling assemblies are 
required to mill a window through the casing and then drill into the formation. 

Pursuant to MPEP §2111, during patent examination, the pending claims must be given the 
broadest reasonable interpretation consistent with the specification (emphasis added). "When not 
defined by applicant in the specification, the words of a claim must be given their plain meaning. In 
other words, they must be read as they would be interpreted by those of ordinary skill in the art." 
MPEP §211 1.01 (citing In re Sneed, 710 R2d 1544 (Fed. Cir. 1983)). Applicants submit that the 
plain meaning of an apparatus that mills a window '"through the steel casing", as would be 
interpreted by those of ordinary skill in the art consistent with the specification, refers to an 
apparatus that initiates the window and continues cutting the window to punch through the casing. 

Thus, Applicants submit that at least because Blizzard fails to teach or suggest a single 
apparatus (namely, a window mill or a casing mill, respectively) comprising diamond cutters that 
both mill a window through steel casing and drill a secondary borehole, Blizzard fails to disclose 
each and every element of claim 1 and claim 7. Similarly, at least because Blizzard fails to teach or 
suggest a single apparatus (a cutting tool) comprising diamond material that both mills a window 
through steel casing and drills borehole, Blizzard fails to disclose each and every element of claim 
13. Accordingly, Applicants submit that independent claims 1, 7 and 13 are patentably 
distinguishable over Blizzard. Additionally, Applicants note that pending claims 3-6, 20-34, 36 and 
37 each depend from and incorporate the limitations of claim 1; pending claims 8 and 11 each 
depend from and incorporate the limitations of claim 7; and pending claims 15-17 each depend from 
and incorporate the limitations of claim 13. Thus, Applicants respectfully submit that claims 3-6, 8, 
11, 15-17, 20-34, 36 and 37 are likewise allowable over Blizzard. 
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Similarly, with respect to independent method claim 38, Blizzard fails to disclose a method 
of running one apparatus (a window mill) with diamond cutters into the well bore, milling a window 
through the steel casing with the diamond cutters, and drilling the secondary borehole with the same 
diamond cutters as claimed. Therefore, at least because Blizzard fails to disclose each and every 
claimed element, Applicants submit that independent claim 38 is patentably distinguishable over 
Blizzard. Additionally, Applicants note that pending claims 39-45 each depend from and 
incorporate the limitations of claim 38. Thus, Applicants respectfully submit that claims 39-45 are 
likewise allowable over Blizzard. 

Claim Rejections under 35 U.S.C § J 03(a) 

Claim 35 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over Blizzard in 
view of US. Patent No. 5,592,991 to Lembcke et al. (hereinafter Lembcke). The basis for the 
rejection is that Blizzard basically teaches the claimed apparatus except an anchor that is set 
hydraulically, and Lembcke teaches a similar milling/drilling tool with an anchor/packer of the 
whipstock assembly that can be set hydraulically or mechanically. Therefore, the Examiner takes 
that position that it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Blizzard by using a whipstock similar to that taught by Lembcke, 

In response, Applicants respectfully submit that the combination of Blizzard and Lembcke 
does not establish a prima facie case of obviousness as to dependent claim 35. According to MPEP 
2142, three basic criteria must be met to establish a prima facie case of obviousness: 

First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on 
applicant's disclosure. 

In the present case, Applicants respectfully submit that the combination of Blizzard with 
Lembcke does not establish a prima facie case of obviousness as to claim 35 at least because 
such a combination does not teach or suggest all of the claim limitations. In particular, assuming 
for the sake of argument that the combination of Blizzard with Lembcke is proper (without 
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conceding such), claim 35 depends from and incorporate the limitations of independent claim 1. 
As previously discussed, Blizzard does not disclose a single apparatus (window mill) comprising 
diamond cutters that both mill a window through steel casing and drill borehole as recited by 
claim 1. Lembcke is cited by the Examiner to show a hydraulically set anchor, and not to show a 
window mill comprising diamond cutters that both mill a window through steel casing and drill 
borehole. Therefore, given that Blizzard does not make obvious each and every element of claim 
35, and Lembcke does not make up for the lack of teaching of Blizzard, claim 35 is not obvious 
in view of the prior art of record. 
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CONCLUSION 

Consideration of the foregoing amendments and remarks, reconsideration of the 
application, and withdrawal of the rejections and objections is respectfully requested by 
Applicants. No new matter is introduced by way of amendment It is believed that each ground 
of rejection raised in the Office Action dated April 13, 2005 has been fully addressed. If any fee 
is due as a result of the filing of this paper, please appropriately charge such fee to Deposit 
Account Number 50-1515 of Conley Rose, P.C., Dallas, Texas. 

If a telephone conference would facilitate the resolution of any issue or expedite the 
prosecution of the application, the Examiner is invited to telephone the undersigned at the 
telephone number given below. 



Respectfully submitted, 



Ef 



SHANNON W. BATES 
Reg. No. 47,412 
CONLEY ROSE, P.C. 
5700 Granite Parkway, Suite 330 
Dallas, Texas 75024 
(972) 731-2288 

ATTORNEYS FOR APPLICANTS 
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